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DIGEST 


I. TRADE-MARKS GENERALLY. 
I, 1. Narure or Trape-Marx Rienrs. 
I, 1, § 1. Character of Right. 


a. Definition. 

A trade-mark is a valuable property right and the trade-mark law 
has two fundamental principles: One, protection to the owner of the mark 
against injury to the good-will represented thereby; and the other, protec- 
tion to the public. 190 


A person may properly and legally apply more than one trade-mark to 


a given commodity. 601 


ce. Use Required. 
If there is no business, there may be no good-will and nothing to protect 
by the use of a trade-mark, as it is the trade and not the mark that is to be 
protected. 495 


I, 1, § 2. Eatent of Right. 

‘The senior user of a trade-mark is barred from interfering with a junior 
user thereof when the latter, in good faith and without notice of its use by 
the senior user, expends money and effort in building up a business in ter- 
ritory long unoccupied by the senior user; or when the senior user, with 
notice of the infringement, delays for an unreasonable time in asserting his 
rights. 177 


a. As to Goods. 

There is nothing in the law to prevent anyone from breaking a package 
containing a trade-marked article and selling it either in bulk or divided 
or repacked. Moreover, a packer may use the manufacturer's trade-mark 
on such repacked containers. 190 


The protection of a trade-mark extends to all goods of the same class, 
even though the alleged infringement is not upon the same species. 591 


b. As to Territory. 

The trade-mark or trade-name is a subject of property only when used 
in connection with an existing business. Rights therein may be lost by 
abandonment, non-use, laches or acquiescence, and may cover only territory 
reached by the trade of their owner. 439 


Xxi 


TWENTY-NINE TRADE-MARK REPORTER 


I, 1, § 3. Who May Have. 


d. Distributor. 

Where a trade-mark indicates a distributor of merchandise rather than 
the maker, it is the distributor who acquires the trade-mark rights, for the 
public associates the goods so marked with the distributor and does not 
know the identity of the maker. Therefore, where plaintiff sold whiskey to 
the King Company bearing labels with the trade-mark “King’s Pride” and 
the distributor’s name, held that the King Company rather than the plain- 
tiff was the owner of the mark and plaintiff had no rights therein. 267 


I, 2. Wuat May Be a Trape-Mark. 


I, 2, § 3. Descriptive and Generic Terms. 
(See also post, p. xxx) 
The following marks are held to be descriptive: 
RI SUNN I Is 35 SR a oe the oe hn Soh me a RG aie 59 
ON EMI edhe o Pea eG ia oasis Saisie oad ese Odeon eRe 593 
“Test Pilot,” for a book of flying stories 
The use by plaintiff since 1932 of the trade-mark “Run-R-Stop” 
to designate a preparation for stopping runs in hosiery held 
to have acquired, entirely apart from its registration as a 
trade-mark, a secondary meaning establishing plaint#f’s com- 
mon law right and freedom from the competitive use of the 
said words as a trade-mark 


The following marks are held not to be descriptive: 
“Chlorit,” for cleansing compound 
“Chlorox,” for cleansing compound 
“SEGVG? TRCANY,” TOE MME TOOMAN CNG oie 6 oes ois esd eel bieidds aaniven 200 
“King,” for bowling pins 
ge Re ee 
“March of Time, for motion picture films........ 0.05 -sscececs 426 


I, 2, § 5. Geographical Terms. 
The name “Kentucky” held geographical and not subject to appropria- 
tion as a trade-mark. 305 


The word “Moxie” held not to be geographical. 345 


The name “Old German” held to be non-geographical. 


xxii 














DIGEST 


I, 2, § 6. Proper Names. 

Registration by plaintiff on June 21, 1921, of the name “Timken,” 
under the Act of 1920 as a trade-mark on roller bearings and related goods, 
held subsisting and infringed by the use thereof by defendant on reworked 
roller bearings of plaintiff's manufacture. 307 


I, 2, § 8. Letters and Numerals. 

The letters “L B Q” enclosed in a circle, either when embossed on me- 
dicinal tablets, or printed on labels in association with the words “Laxative 
Bromo Quinine,” held arbitrary and fanciful, having through long use 
acquired a secondary meaning. The registration of the said letters as a 
trade-mark under the Acts of 1881 and 1905 held valid. 249 


I, 3. Tirte ro a Trape-Mark. 
I, 3, § 2. Assignment and Devolution. 


a. In Insolvency. 

Where plaintiff, which purchased and subsequently sold all the assets 
of the business previously carried on by the Menihan Company, except the 
factory, trade-marks and trade-names, defendants Menihan, in forming a 
company and putting out shoes under the trade-marks “Menihan” and 
“Arch Aid” made by the original process of manufacture, held not guilty 
of infringement and unfair competition. 495 


The sale in bankruptcy of defendant’s business in putting out radios and 
phonographs under the name “Emerson” did not break the continuity of 
reputation upon which customers relied. 514 


b. By License Under Contract. 

Appellant and appellee each claimed to be the exclusive licensee of a 
Swedish Company, owner of the trade-marks “Dirigold” and “Alcobronze” 
and the secret formula and process of manufacture of the flat-ware and 
hollow-ware designated thereby. Where, due to lack of evidence as to the 
respective licenses, it was uncertain whether the secret formula and the 
secret of manufacture had not been disclosed to the public, and, moreover, 
the Federal Trade Commission had ordered both parties to cease and desist 
from using the trade-mark “Dirigold,” the decree enjoining appellant from 
using the said process and trade-marks was reversed and the cause re- 
manded. 417 


I, 3, § 6. Proof of Title. 
Where plaintiff’s right to title to the trade-mark at issue was obtained 
by successive assignments from two business predecessors from which the 
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assignments were not acknowledged as required by the statute, held, never- 
theless that, inasmuch as plaintiff had shown a title to the mark through 


continuous use at common law, its remedy against defendant was well 
founded. 211 


Plaintiff in the year 1936, as the result of an unpaid loan to the Menihan 
Company, purchased the latter’s property, good-will, trade-marks and 
trade-names, including the marks “Menihan” and “Arch Aid,” both iden- 
tified with shoes, theretofore put out by the Menihan Company, plaintiff 
thereafter (in October, 1937) selling all the property thus acquired by 
public auction, except the factory building and the trade-marks and trade- 
names. Held that, inasmuch as plaintiff had disposed of everything essen- 
tial to the manufacture of the “Menihan” and “Arch Aid” shoes, no business 
was left to which the said good-will or trade-marks could attach. 495 


I, 4. INFRINGEMENT. 


I, 4, § 1. Elements. 

The test to determine trade-mark infringement is whether or not the 
one product is likely to confuse the public. Where defendants’ bottles were 
identical in shape and color with plaintiff's, and their Jabels featured the 
same colors, infringement was found. 28 


To sustain a charge of infringement it must at least appear that de- 
fendant’s use of the mark related to goods in the same class; and, to con- 
stitute unfair competition, that it has a tendency to confuse the public. 85 


I, 4, § 2. Conflicting Marks. 


(See also post, p. xxxi) 


The following marks are held to conflict: 


SO CE Te FF onic dno catenin ceersaraiod boone 540 
PAS) FUR -<o I wis Slee. o:50 014 se Seite ma tats Sedsee v0 105 
Cs OE ah pine Fe on KieWimraslds Hara tied vile saa toee 28 
"ROR TID ii aS eis ens saree Chi cwetea’s ewslston 433 
“Dixiana” and “Dixie Dew,” and “Dixie Belle” and “Dixie Beau” 457 
Tig eee AI als Sis ders inca ded seem dene neds dixehs 3 
i  EEEe PT TECTTET TT TTET ET CE LET Tee 601 
“March of ‘Time*end “Voiee of Time”. .0).4. cccswsieeiswecuvies 426 
“National Geographic Magazine” and “Classified Geographic, 
PR eR ire ad a ln, Fra he ain Sd didn aw Ul CAR OA Ese oa 356 
Pee I I I o's oa. 4 e's Lae osltalnareeee eee eakeas 345 
ET eens crass Senrccr east sdecceeres fanew en 105 


“Parcheesi” and “Pachisi” 
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“Siena”: aa - SOC i ais Bess i So 5 Ss wii edn wes g 


“Stop-A-Ren” and “Run-R-BStop”........cccccccccccccccccccs 
A trade-mark consisting of two seals containing an outline of the 
map of North America surrounded by red circle, with three 
concentric red circles, enclosing the words “North American 
Thread Company,” and a mark consisting of a round red seal 
containing a five-pointed star, outlined first in red and then in 
white, with two concentric circles in white touching the five 
points of the star and a red circle enclosing the whole........ 
A trade-mark consisting of a crown-like red band about the neck 
of a bowling pin held infringed by a wide red band similarly 
placed, notwithstanding that the use of a narrow red band on 
IRE OE COs iio os cn ce nn knsdawaghe ents eneasie 


The following marks are held not to conflict: 


“Bain de Champagne” and “Bain Mousseux”.................+: 
“Early American” and “The 18th Century Line”............... 
“Gro Cord” and “Raw Cord by Gro Cord,” and “Pancord”..... 
“Hemmeter’s Champion” and “Portina Champs”............... 
“es Se Se rey GRE en 5 wie ae at a ea wien dene 
“Kitchen Craft” and “Kraft Kitchen Fresh”................... 
PO ee eS ek i eecntabeasgastincnees vaxenoeerads 
“Town Taverh” end “Kentucky Tavern’ ..... 0.0 cies sasseccess 
“Wee cae Choamer” al “CARR <). 6 Sik 6 ao sinc cite te dens cede 
Although plaintiff had adopted the term “Magic Doors” as a 
trade-mark for its photo-electrically controlled doors in 1931, 
the word “Doors” being disclaimed in connection with its 
registration in the United States Patent Office, the later use 
by defendant as a trade-mark on a vertical sliding door for 
clothes closets of the name “E-Z-Do” and the expression 
“E-Z-Do Magic Rol-A-Dor” held not to infringe plaintiff’s 
trade-mark, nor to constitute unfair competition with plain- 
tiff, inasmuch as defendant's use of the word “Magic” in its 
trade-mark is so different from plaintiff’s use thereof, par- 
ticularly in view of the differences in the goods.............. 


I, 4, § 3. Goods of Same Descriptive Properties. 


(See also post, p. xxxiv) 


An oil derived from base crude petroleum and used for lubricat- 
ing heavy machinery and an oil similarly derived and used to 
lubricate small or light machinery 
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312 


601 


59 
471 
620 
551 
222 
587 
601 
305 
638 


85 


The following are held to be goods of the same descriptive properties: 
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Motion picture films and phonograph records 

A cleaner for rugs, upholstery, woolens, enamelled woodwork and 
tiles and a floor cleaner, upholstery cleaner, appliers and 
dusters, enamels, lacquers, etc 

Where plaintiff had, since the year 1890, used the words “Good 
Luck” as a trade-mark for butterine, evaporated milk, mayon- 
naise, salad dressing, peanut butter and other food products, 
defendant’s motion to dismiss on the ground that its use of 
same words on ice cream cones was permissible as being on 
unrelated goods, denied pending hearing 


The following are held to be goods of different descriptive properties: 
Phonograph records and news publications 
Plaintiff, a manufacturer of shoes, which since 1933 had used the 
word “Friendly” and, since 1936, in connection with the word 
“Jarman,” could not, on the ground of such use, restrain de- 
fendant from using the word “Friendly” in the name “The 
Friendly Men’s Shop” in advertising his stores, inasmuch as 
the word “friendly” is descriptive and no proof of secondary 
meaning was adduced 


I, 5. Surrs ror INFRINGEMENT. 


I, 5, § 1. Jurisdiction. 

Where a federal court has properly taken jurisdiction of an issue first 
presented and at his later discovery that the basis of jurisdiction cannot be 
sustained, the court may continue to retain jurisdiction in order to de- 
termine the other issues involved in the litigation. 211 


In an action for infringement of a trade-mark registered in the United 
States Patent Office, in which the parties resided in different states, the 
Federal Court had jurisdiction and the case was, therefore, rightly removed 
from the New York Supreme Court, particularly as the matter in con- 
troversy exceeded three thousand dollars. 421 


Plaintiff’s registration of the name “Emerson” did not enlarge its sub- 
stantive rights, but merely conferred jurisdiction on federal courts and 
gave certain procedural advantages. 514 


I, 5, § 3. Pleading and Practice. 

In the case at issue, where it was held necessary to ascertain whether 
the public formula is the alleged secret formula and whether, if so, its 
dedication to the public is dedication also of the process of manufac- 
ture, evidence should be taken in camera and sealed. 417 
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Where plaintiff in her complaint petitioned for the removal of an ac- 
tion for the infringement of a registered trade-mark from a State Court 
to a Federal Court, such ground held sufficient, although no mention 
thereof was made in affidavit filed with the petition. 421 


I, 5, § 5. Defenses. 


c. Estoppel. 
Where, as in the present case, defendant-appellee had built up its 
business with full knowledge of the plaintiff's rights and prior use of its 
trade-mark, held there was no estoppel. 249 


d. Laches. 

When plaintiff knew of defendant’s nation-wide advertising of its 
“Chipso” product, but delayed filing complaint for over five years, it was 
estopped from enforcing its rights and an injunction was denied, par- 
ticularly as defendant was not proven to have attempted to palm off its 
goods as those of plaintiff. 105 


Appellant’s predecessor, the California Wine Association had, prior to 
prohibition, used the word “Greystone” as a trade-mark on wine and regis- 
tered it in the Patent Office in 1911. The said Association in 1929 was taken 
over by appellant, together with its trade-marks and labels. In 1925 the 
said Association sold to Bisceglia Bros., a partnership, a winery known as 
Greystone Winery, Bisceglia Bros. also registering the name “Greystone” 
in the United States Patent Office. After prohibition, one Black, trading 
as Bisceglia Bros., purchased wine from Bisceglia Bros. and bottled and 
resold it to the Pennsylvania Liquor Control Board. Inasmuch, however, 
as appellant, although prompt in asserting his rights to the mark “Grey- 
stone” as against Bisceglia Bros. of California and the California Wine 
Association, failed to take action against appellee until after the latter 
had built up a substantial business in Pennsylvania, in which territory 
appellant had never sold its “Greystone”, wines, the latter held barred from 
an injunction. 177 


Where the defendant used a mark similar to plaintiff’s with the knowl- 
edge of the latter's claim thereto and plaintiff acquiesced for three years in 
defendant’s conduct, plaintiff he/d entitled to injunctive relief but not to 
an accounting. 211 


A delay of nearly three years in bringing suit, without proper explana- 
tion, held to constitute laches warranting the denial of an accounting. 540 


xxvii 





TWENTY-NINE TRADE-MARK REPORTER 


I, 5, § 6. Relief. 


a. Injunction. 

The use by defendants of the words “Ever Ready” as a trade-mark for 
lubricating oil for heavy machinery after notice of plaintiff's use of the 
same mark for lubricating oil for light machinery held infringement and 
unfair competition, and an injunction was granted. 201 


In the case at issue, defendant-appellee was enjoined from making any 
use in connection with the sale of its tablets of the letters “L P Q,” either 
alone or in combination with the words “Laxative Phospho Quinine.” 249 


Where the registration of appellant’s trade-mark confined its use to 
malt beverages, extracts and liquors and the injunction restrained appel- 
lee’s use of its trade-mark for malted beverages, since there was no evidence 
that appellee had used its mark in the sale of other than malted beverages 
or that it intended to do so, held that court should not consider the question 
of applicability of the trade-mark to non-malted beverages. 540 


A preliminary injunction to restrain the use of a trade-mark will not 
be granted unless the plaintiff's rights to its exclusive use are clearly estab- 
lished. The fact that similar marks are used by numerous others indicates 
that the court should not determine the question primarily where there is 
any doubt as to exclusiveness of the rights of any of the claimants. 587 


b. Accounting of Profits. 
Appellee, by accepting that portion of the decree for injunction and 
costs, held not to have forfeited its right of appeal from the denial of the 
accounting. 540 


I, 5, § 7. Decree. 


a. Form. 

It is well settled that, if the repacker uses the orginal trade-mark on 
his goods, he must use therewith a statement which will, with adequate 
clarity and detail, disclose the fact of the repackaging, so that the public 
may know that the product has passed through other hands. 190 


b. Summary Judgment. 

Motions for summary judgment have generally been denied in patent 
cases and the rule is equally applicable to trade-mark cases. In the case 
at issue, summary judgment was denied, where the issue of fact related to 
title, change of formula of goods and other matters. 633 


I, 5, § 8. Review. 
Where the lower court failed to find unfair competition, but found in- 
fringement, and enjoined use of appellee’s mark, while denying an account- 
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ing, said failure held not error, as unfair competition would no more entitle 
appellant to an accounting than the infringement. 540 


I, 5, § 9. State Statutes. 


a. Pennsylvania. 
Even though appellee’s trade-marks were infringed in Pennsylvania, 


the court below, sitting as an equity court, could not impose the penalties 
of the Pennsylvania Act. 457 


In the case at issue, inasmuch as there was no evidence of infringement 
in the State of Pennsylvania, appellee held estopped to recover the penalties 
provided by Section 4, Act of June 20, 1921, Commonwealth of Pennsyl- 
vania,. 457 


II. REGISTRATION OF TRADE-MARKS. 
II, 4. Errecr or ReGisrration. 


II, 4, § 3. Act of 1905. 
Section 22 of the Trade-Mark Act of 1905 held not available to regis- 
trant thereunder to confer jurisdiction on a District Court for the reinstate- 


ment on the register of the Commissioner of Patents of a cancelled trade- 
mark, 105 


Numerous registrations of the words “Ever Ready” in the Patent Office 
as a trade-mark for various goods creates a strong presumption of its 
validity as a proper trade-mark under the Act. 200 


II, 4, § 4. Under Act of 1920. 
That the word “Nu-Enamel” is descriptive of a type of paint, held not 
to bar it from registration under the 1920 Act. 1 


Registration of a trade-mark under the Act of 1920 does not create any 
substantive rights in the registrant. It does, however, give the registrant 
remedies in the Federal courts for protecting such registration. 1 


The 1920 Act affords remedies to registrants, but these remedies are for 
“owners,” and actual and exclusive use, short of a secondary meaning, does 
not qualify a registrant under the 1920 Act as an owner. Such ownership 
must be established by proof. 1 


Where action for infringement is brought based on registration under 
the Act of 1920, the district courts have jurisdiction, and, unless plainly 
unsubstantial, the allegation of registration is sufficient to give jurisdiction 
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of the merits. Such jurisdiction of alleged infringement persists to deal 
with all grounds supporting it, including unfair competition. 1 


II, 8. ReoGisrraBLe Marks. 


II, 8, § 1. Color. 
Applicant held not entitled to register, as a trade-mark for horse collar 
pads, the mark which is described in the application as consisting in “a 
red hook or hooks as attached to and forming part of the pad.” 658 


II, 8, § 2. Descriptive and Generic Terms. 
(See also ante, p. xxii) 


The following marks are held to be descriptive and hence unregistrable: 


“B and B,” for benedictine and brandy in equal parts.......... 660 
“Boiler Meter,” for meters and devices to indicate the rate of flow 
of liquids of a power producing apparatus.................. 293 
“Insect-O-Soap,” for saponified liquid soap for use with in- 
secticides 453 
656 
“Piperzaine,” for remedy for gravel, stone and similar ailments 392 
“Professional,” for hair curlers, hair winders, hair clamps, hair 
PRCAREIG, TAIT PIS A BOP POMETAL 6 55 5 <2) s 0 iss po eee aeret 656 
CEs. Oe NS bi 66d a as de Pb HRs Bi ARBRE 48 
“ShuGor,” for elastic fabrics used in the making of inserts or 
gores in footwear 
“Slip-Away,” for sanitary toilet seat covers.................5-. 
“Speedie Rub,” for combined cleansing and polishing compound 
SL WIN FOWEE,: / CGe GERI EPOREOES ws. Sins inic clsiga Hs driarsoehe stews 


a. Under Act of 1920. 
The words “Bowl Mill” held unregistrable as a trade-mark under the 
Act of 1920, as they are merely the name of the goods, “a pulverizing ap- 


paratus,” inasmuch as not all descriptive marks are registrable under the 
Act. 655 


The following marks are held to be non-descriptive and therefore regis- 
trable: 
ESEOREIG RPGC, DOE PNG TOIENN s oi5 bib eigs cn ctroknwcccntew tas pas ce 
“Flo-Warm,” for air-conditioning units 
“Free-Swing,” for suspenders and gaiters 
“Giassling,” 25ers BURA NB soca sx.5 ice 66 raids cislge das baa tie’ 
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“Gold Medal,” for poultry, dog, and stock food 

“Tronhide,” for ready mixed paint 

“Multi-Breaker,” for electrical circuit breakers................. 

“Numeral Crépe,” for hosiery 

“Pin-It-Up,” for electric lamps 

“Prints,” for wheat flour, dairy products, ete 

“Security,” for index records, record holders and blank 
printed cards 

“Vee-Tus,” for febric and paper’ BBM 6c IN. 5 Pe dele de case 


II, 8, § 4. Geographical Terms. 
The following marks are held to be used in a geographical sense: 
“All Asmerceam,” TOE WAOPOCTIOIE «<< bois cc ca cciecacxlacictsacs 50 
“Arcadia Club,” for whiskey 558 
“Rei, Yor were CMU a << 8k case caceeran we cena aos: caw 49 
“New York (Journal) and American,” for a daily newspaper... 503 
“Ariel,” for hosiery, held not to be geographical 


II, 8, § 5. Proper Names. 

The name “Duffy’s,” used by appellee as a trade-mark on malt syrup 
for food purposes and cereal sugar, and shown in ordinary typewritten 
characters within a border, below which appear two concentric circles, as a 
portion of the outer circle merging with the lower edge of the border, held 
not distinctively displayed and therefore not registrable. 329 


The word “Midy” in the notation “Piperzaine-Midy,” held a surname and 
therefore unregistrable. 392 


II, 8, § 8. Corporate Names. 


“Tiffany Tex,” held unregistrable as a trade-mark for earth plastic 


paint, as comprising part of a corporate name. 243 


“Whitecap,” held unregistrable, as it is in effect the name of opposer, 
White Cap Co. 408 


“Purex,” held unregistrable, as being a substantial appropriation of 
opposer’s corporate name, Purex Corporation, Ltd. 608 


II, 8, § 13. Public Insignia. 
A trade-mark consisting of a white cross on a circular red background 
disposed within a blue field, with the words “National Hospital Associa- 
tion,” held registrable. ‘i 611 
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II, 8, § 16. Conflicting Marks. 
(See also ante, p. xxiv) 

The following marks are held to conflict: 

“Aerolator” and “Zeph-O-Lator” 

“All American” and “American” 

“Ariel” and “Ariette” 

“Balta-Tex” and “Bal-Tuck” 

“Bar-X” and “Barq’s” 

“Black Diamond” and “Diamond” 

“Black Witch” and “Black Flag” 

“Central Alloy Division” and “Centralloy” 

“Cheez's” and “Cheez-it” 

“CoFlo” and “Covo” 

“Dobry’s Sunsweet,” and representation of a sun and “Sunsweet” 

and sun device 

“Dandro-Nox” and 

“Dextro-Cola” and “Coca-Cola” 

“Dubl Duck” and picture of two ducks, and “Two Bucks” and 

picture of two deer heads... 666 

“Duo-Therm” and “Magic Therm” 

“Elaine Arden” and “Elizabeth Arden” 

“Hampton’s Crackles” and “Korn Krackel” 

Es Bec: 0 OD Re BS Ce 

“Tronhard” and “Ironhide” 

“Korn Top” and “Corn Tassel” 

“Kuralgia” and “Perolga” 

“Manna” and “Manna-Miracle” 

“Maryland Rose” and “Melrose” 

“Minuette” and “Musette” 

“Natures” and “Naturna” 

“No B. O.” and “Nobio” 

“Opeco” and “Arpeako” 

“Ox-Line” and picture of neck of an 

“Peggy Jean” and “Peggy Palmer” 

“Penn-X” and “Pinex” 


“Pepso-Seltzer” and “Pepsinic Seltzer Amelotte” 
“Qui-etts” and “Quinarets” 


“Range Finder” and “Ranger” 
“Serv-It-All” and “Servet” 
“Skyway” and “Sky Riders” 
“Solvoline” and “Solvite” 
“2-Life” and “Nu-Life” 

“Vitro” and “Vita-Bloom” 
“Vitro-Finish” and “Vita-Bloom” 
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A trade-mark consisting of the representation of the Statue of 


“Circoolator” and “Kelvinator” 
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Liberty and the word “Liberty” held to be confusingly similar 
to a mark consisting of the representation of the Statue of 
Liberty and the words “America Dry Ginger Ale,” the four 
latter words being disclaimed 


Held that applicant is not entitled to register, as a trade-mark 


for furniture, etc., the notation “The Williamsburg Galleries.” 
Opposer is an eleemosynary corporation which was organized 
in 1928, for the purpose, among others, of restoring Colonial 
Williamsburg. Applicant’s use of the trade-mark proposed 
to be registered would lead the public to believe that ap- 
plicant’s furniture was in some way sponsored by opposer, 
and opposer may thereby suffer injury 


A trade-mark consisting of an outline of two babies clad in 


panties only, one shown in profile in a creeping position, the 
other in a stooping position holding the garment on the first 
baby, held to be confusingly similar to a trade-mark consisting 
of the picture of a baby in a crawling posture with its back 
toward the observer and its head looking back at him 


Applicant’s mark is the representation of a bridled horse’s head 


and neck, facing toward the left and surrounded by a horse- 
shoe, beneath which are the letters “A P B Co” within a 
small circle, and the notation “the Thorobred School Series.” 
The word “Thorobred” is displayed in outstandingly large 
type. The words “School Series”’ are disclaimed. The goods 
to which the mark‘is applied are described in the application 
as “school tablets, for pen or pencil.” Opposer’s mark here 
relied upon is the representation of a bridled horse’s head and 
neck, facing toward the left, with a wall or fence in the back- 
ground, all inclosed within a rectangular border above the 
words “Blue Horse.” This mark is registered for a number 
of items of merchandise including “pencil tablets,” and has 
been in use with such googls since a date many years prior to 
applicant’s adoption of the mark it seeks to register 


A trade-mark consisting of the words “Red Horse”, in white let- 


tering above a representation of a rearing horse with rider 
held to be confusingly similar to a trade-mark consisting of 
the words “White Horse Cellar” and a pictorial representa- 
tion of a white horse, both marks being used on distilled liquors 


The following marks are held not to conflict: 
“Betazyme” and “Takazyme” 
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“Clipper” and the picture of sailing vessel 

“Coolerator” and “Kelvinator” 

“Dispensol” and “Pennzoil” 

“Early American” and “Elgin American” 

“Next” and “Neet” 

“Pepso-Seltzer” and “Alka-Seltzer” 

“Presdtex” and “Celotex” 

“Rex-seltzer” and “Alka-Seltzer” 

“Skimp-scamp” and the picture of a girl in 

“So-White Hand Cleaner” and “Oakite” 

“Spirolator” and “Rollator” 

“Testone” and “Zerone” 

“White Swan” and “Swandale” 

Confusing similarity between two trade-marks may not be 
avoided by the later user merely by adding descriptive dis- 
claimed words to a technical mark clearly similar to the mark 
of the earlier user 

It is well established that similarity in sound alone is sufficient to 
constitute confusing similarity between two marks, notwith- 
standing certain dissimilarities in appearance, particularly in 
view of present-day use in radio advertising 

A trade-mark consisting of a gold colored stripe on hosiery, 
either alone or in combination with the words “Gold Stripe,” 
both marks being applied to the top of the hosiery, held not 
to be confusingly similar to a mark consisting of a gold 
colored zig-zag line shown across the entire width of a narrow 
elastic fabric 


Il, 8, § 17. Goods of Same Descriptive Properties. 
(See also ante, p. xxv) 


The following are held to be goods of same descriptive properties: 


A powdered hand cleaner and certain chemical compounds having 
water-softening qualities and used for cleansing, washing and 
polishing 

Cola beverages and distilled alcoholic liquors, particularly gin... 

Couply Dalaase nnd Gipiifectante ss iis cs iials oe oa ees... 

Dry cleaning soap and a dry cleaning fluid 

Fur coats, fur neck pieces, cloth coats, cloth suits, dresses and 
blouses and woven silk underwear, bloomers, brassieres, night- 
EN I le oe oo 6 ns op om Oia d since Salecesaadhan deen os 506 

Ginger aie and beer and ale 

Magazine and moving picture film 
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Magazine section of Sunday paper and a humorist publication... 610 
Men’s and boys’ suits and overcoats and other apparel and hosiery 455 


Roll roofing and structural fibre board.................ceceeeee 505 

Rubber soles and shoes of leather, fabric or both.............. 454 

Shaving cream and shaving toilet and bath soaps............... 399 

Vegetable shortening and cooked cottonseed flour.............. 163 

Watches, watch cases and wrist watch straps, and wrist watch 
bracelets 


The following are held to be goods of different descriptive properties: 


Beauty preperttions and Waslery ss <i siceiceucike dnc ennseiises 406 
Brandy, cognac and cognac brandy, and mineral water......... 405 ' 
Cod liver oil and ale, beer and other malt liquors............... 505 
Colored chalk pencils and colored sticks, and motion picture films 609 
Combination fabric and paper bags and paper cups............ 567 
Decorated, printed and ornamented knitted and woven textile 
oe ee i ee ee ee er errr 662 
Dried fruits and hams, pork shoulders and pienics.............. 340 
Dry cleaning apparatus and soap and soap flakes............... 244 
Graphite and taleum powder, dusting powder, face powder and 
EET Ee ee teen ne ee PE 227 
Key chains, watch chains, tie holders, etc., and boots, shoes and 
ER a oe an shin bc & obo w SPER RE ROR ain we open Sa aed 453 
Oil filters and refrigerating apparatus..................ceeeee: 407 


II, 8, § 20. Functional Feature of Goods. 
A trade-mark consisting of “a groove or depressed band located about 
midway of the length of the bulb, but slightly nearer to its neck than to 
its round base, and applied to the goods by spinning or pressing the same 








into the bulbs or capsules” held not to indicate origin or ownership and 
therefore not to be registrable. 386 














II, 8, § 21. Scandalous and Sacrilegious Matter. 

Held that applicant is not entitled to register a label for edible oil where 
that label includes a representation of the Christ Child in the arms of St. 
Joseph, as being a sacrilegious use of a sacred symbol. 176 








II, 9. For Wiar Goons. 









Ileld that applicant is entitled to register, under the Act of 1905, a 
certain trade-mark for a publication issued quarterly covering knowledge 
of the feet. 175 
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II, 10. No Trape-Mark Use. 


The notation “Allrubber Separators,” held unregistrable for storage 
batteries, being devoid of trade-mark significance. 55 


Insignia of an association held unregistrable, as not functioning as 
trade-mark. 


Held that applicant is not entitled to register the term “Tric-o-Lastic” 
as a trade-mark for elastic fabrics and webbing, where it appeared that 
the applicant did not sell such goods, but merely manufactured and sold 
ladies’ undergarments in which such goods were used. 410 


Printing on labels the notation “approved by Jane Alden” held not to 
constitute trade-mark use of the name “Jane Alden.” $12 


A trade-mark for well reamers consisting of painting certain parts of 
the article in contrasting colors, held unregistrable. 511 


Registration of a trade-mark consisting of alternating black and white 
stripes, unrestricted as to number or length or as to the shape or size of 
the area covered by the striping, was refused. 572 


The notation “Aircraft Control,” held unregistrable for aircraft indicat- 
ing instruments as being devoid of trade-mark meaning. 663 


The words “Geared Electric,’ held unregistrable for turret lathes, as 
lacking trade-mark significance. 664 


II, 12. INTERFERENCES. 


II, 12, § 1. Evidence. 


Testimony in a prior interference may not, in the absence of a’proper 
motion, be introduced in a subsequent interference. 139 


While non-use of a mark during the prohibition period does not con- 
stitute abandonment, nevertheless the mark may not be legally transferred 
to another unless accompanied by some business with which it has been 
used. 279 


II, 12, § 6. Parties. 

The fact that, in a prior interference proceeding, it appeared that the 
president of the interfering company held stock in, and controlled both 
companies, did not prevent the stock companies from being separate 
entities. 279 
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In an interference proceeding in the Patent Office a party who was suc- 
cessful in securing registration held to be an indispensable party to a suit 
brought by the opponent to cancel the registration. 635 








II, 18. Opposrrions. 







II, 13, § 8. Evidence. 

A decision of the same court holding that appellee here was not entitled 
to register its mark, consisting of the word “Pepso-Seltzer,” held not to 
affect the present case. 381 













In a trade-mark opposition, in which the similarity of the marks is 
deciding, failure to establish actual confusion in trade is not of vital im- 
portance. 646 
















Il, 18, § 9. 

In the case at issue, where appellee did not appeal from the decision of 
the Commissioner of Patents denying registration to its “Duffy’s” trade- 
mark, but appellant appealed for the purpose of determining whether the 
respective goods were of the same descriptive properties and the involved 
marks confusingly similar, should appellant later attempt to register its 
mark under the Act of 1920, it was held that the two issues, presented by 
appellant had become moot in view of the Commissioner’s decision, and the 
appeal was, accordingly, dismissed. 330 


Review of Decision. 











In the case at issue, in a decision of the Commissioner of Patents in an 
ex parte case involving the same trade-mark, a consideration of a patent 
comprising the same groove feature held proper, said patent being part of 
the official records of the Patent Office. 386 










II, 17. CANCELLATIONS. 






II, 17, § 2. Wo May App ty. 

Appellants’ contention that the principal stockholder of a corporation 
may file a petition for cancellation of a trade-mark where such corporation 
claims to own the mark, held erroneous. 651 












Where appellant, Albert P. DeSanno, Jr., after filing petition for the 
cancellation of the trade-mark “Tempryte,” moved to amend his petition 
so as to include the other appellant, A. P. DeSanno & Son, Inc., held that 
neither party had the right to petition for cancellation, inasmuch as neither 
was using the trade-mark when the petition was filed. 651 
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II, 17, § 4. Pleading and Practice. 
After the cancellation of a trade-mark registration is ordered on appeal 
to the Court of Customs and Patent Appeals, the registrant has no right to 
maintain bill in equity under R. S. 4915. 105 


II, 17, § 5. Evidence. 
Where non-use was not alleged in the petition, nor reasons given why 
newly-discovered evidence was not sooner available, a motion to permit the 
taking of further testimony was denied. 46 


In a proceeding to cancel the registration of appellant’s mark “Tampad,” 
used on catamenial bandages, inasmuch as there was no evidence introduced 
that appellee acquired title to its “Tampax” mark by assignment from its 
predecessors, appellant was awarded priority and the Commissioner's deci- 
sion directing cancellation of appellant’s registration was reversed. 139 


Where, in an agreement between the parties, no mention was made of 
either’s intention to cease using the mark, held there was no sufficient ground 
for cancellation. 239 


Where petitioner for cancellation had been enjoined from using certain 
words that were publici juris, and hence would derive no legal benefit from 
their cancellation, its motion was denied. 240 


The fact that appellant’s customers were told that washing machines 


b] 


bearing the trade-mark “Norge” were made by the manufacturers of “Norge 
Rollator” refrigerators held no evidence that purchasers would associate 
the term “Rollator” with washing machines. The use of said term thereon 


was, therefore, not analagous to a trade-mark use. 326 


Proof tending to show lack of confusion in the use of trade-marks is not 
controlling, the question being whether the use of the marks involved would 
be likely to cause confusion in the mind of the public. 642 


a. Res Adjudicata. 
The question of cancellation of a registration held not to have been ren- 
dered res adjudicata by decisions of the Patent Office and the Court of 
Customs and Patent Appeals. 105 


In a petition brought to cancel registration of the word “Sunset” as a 
trade-mark for whisky, gin, etc., in view of petitioner’s alleged earlier use 
of the pictorial representation of a setting sun, held that the question was 
not res judicata because of a prior opposition proceeding in which the regis- 
trant in this case had successfully opposed registration of the notation “Sun 
Down” in view of its use of the word “Sunset.” 173 
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II, 21. Prinr ano Laser RKeGisTrations. 





II, 21, § 1. Notice of Copyright. 
The letter C within a circle, followed by the notation “G. E. M. Co. 
1932,” held an insufficient compliance with the statute. 52 


~ 













Held that the Examiner of ‘Trade-Marks had improperly refused to reg- 
ister a label on the ground that it included the letters “U. S. A.,” as there 
is nothing wrongful in the use of such label, nor does the statute forbid its 
registration. 343 








Il, 2. 


REGISTRATION BY Britt 1x Eauiry. 








A trade-mark consisting of a “symmetrical, somewhat triangularly 
shield-shaped design, platinum colored and conforming on two sides to the 
outline of the writing-point end of the pen nib,” held unregistrable, inas- 
much as the said shield-shaped design acts as a functional feature of the 
pen. 373 













In an action under R. S. 4915 brought to determine plaintiff's right to 
the registration of two trade-marks, which had been refused by the Com- 
missioner of Patents, held that the lower court erred in ruling that the 
Commissioner was a necessary party, inasmuch as Section 4195 requires the 
Commissioner to be served with a copy of the bill only where there is no 
opposing party, and the defendant in the present case had duly filed oppo- 
sition to the registration of the marks in question. 457 








Ill. UNFAIR COMPETITION. 


III, 1. 










NATURE AND Basis oF WRONG. 





I, 3, #8 Definition. 

There may be unfair competition by misappropriation as well as by 
misrepresentation. Equity is not concerned about the means by which fraud 
is done; it deals with the results arising from the fraud. 75 













While it is generally agreed that the imposition upon the public incident 
to sales of spurious goods does not give rise to private rights, unless prop- 
erty rights of the plaintiff are thereby invaded, it is, nevertheless, well 
settled that the right in the trade-mark with the good-will symbolized by 
it are property rights which the court will protect against invasion. 356 













The essence of wrong in unfair competition is that defendant is palming 
off his goods as those of another, and if defendant so conducts his business 
as not to palm off his goods as those of the complainant, the action fails. 478 
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Where a manufacturer creates in the public a desire for his goods, the 
law of unfair competition gives him the right to monopolize or to exclude 
others from copying the product. 524 


III, 1, § 3. Competition Unnecessary. 
The fact that plaintiff dealt only in perfumes and the defendant only in 
shoes held no defense where unfair competition has been shown. 38 


Where defendants solicited orders for their books from schools to which 
plaintiff also rendered service, both parties offering for sale books under 
similar titles, it could hardly be said there was no competition between the 
parties. However, the doctrine that the opposing parties must be competi- 
tors in the same field no longer prevails. 357 


III, 1, § 5. Intent. 

The wrong of unfair competition cannot be imputed to a corporation 
which has done nothing more than accept a corporate name bestowed on it 
in ignorance that another corporation in another state bore the same name. 
However, innocence of intention will not avert whatever damage is done 
through confusion of name, the remedy beng change of name or such use 
thereof that danger of mistake in identity may be avoided. 540 


One without privilege so to do has no right to issue and publish an untrue 
or deceptive statement of fact which has a disparaging effect upon the 
quality of another's property. Moreover, if the statement is understood as 
disparaging and such understanding is a reasonable construction of the 
language used, it is immaterial that the person making it did not intend to 
be understood in that manner. 


III, 1, § 6. Deception. 


Where two concerns are selling the same product, they must take every 
reasonable precaution to prevent confusion or the practice of deception. 317 


III, 1, § 8. Territorial Extent of Rights. 

Where one party has begun business under a trade symbol in territory 
which an earlier user has not yet invaded, the latter cannot stop him when 
the second is not shown to have known of existence of competitor’s business 
in the other territory. Such knowledge might make a difference where dis- 
puted synfbol is a trade-mark, but not when it is a proper name, lawfully 
used by second party. 514 


III, 2. Unrarrness IN CoMPETITION. 


III, 2, § 1. Imitating Appearance of Article. 
Plaintiff, who, prior to 1936 purchased in rough form, knobs used as 
handles for shift levers and other automobile parts, then converting the 
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rough balls into finished products, in 1936 put out a jeweled knob having 
other attractive features, including a tiny metal collar or bezel, said jewel 
and bezel, however, having been known to the art prior to 1936 and used in 
connection with other automobile appliances. Defendant in the fall of 1936 
began to make and sell jeweled knobs having a close resemblance to plain- 
tiff’s product in details of structure, coloring and ornamentation. De- 
fendant’s knob held confusingly similar to plaintiff's and defendant guilty 
of unfair competition. 524 






III, 2, § 2. Imitating Structural Elements. 
The doctrine of non-functional features simply means that if defendant 
copies features of plaintiff's article which serve no utilitarian purpose ex- 
cept to identify it as plaintiffs, this in itself will be evidence of the de- 7 
fendant’s intention to mislead purchasers. 479 














Under conditions here presented, the decision depends on whether the 
public demand was for the knobs made by plaintiff exclusively, or for 
knobs made in a particular manner regardless of who made them. The 
latter condition was here found present. 524 












III, 2, § 3. Imitating Functional Features. 

Plaintiff, engaged in the printing and lithograph business, printed cer- 
tain accounting forms for use by the General Motors Corporation and its 
dealer agents and subsidiaries, the particular arrangement, spacing, etc., of 
said forms having been authorized and required by the General Motors 
Corporation for use by its dealers and subsidiaries. Held that defendants, 
who put out a similar form, but with name so plainly printed thereon, as 
to prevent any confusion in purchasers, was not guilty of unfair competi- 
tion, inasmuch as the said arrangement of the forms was functional and 
open to all to use. 479 














III, 2, § 4. Imitating Packages and Containers of Goods. 

Where defendant’s label and container used in the sale of its bath salts 
under the trade-mark “Bain Mousseux” were each distinctly different from 
plaintiff's label and container used in the sale of its “Bain de Champagne” 
bath salts, it was held that there was no unfair competition. However, to 
prevent any remote chance of confusion, defendant was enjoined from using 
the word “champagne” on the slip packed with its product. 59 














Where defendants divided the original packages containing plaintiff's 
“Bayer Aspirin” tablets and repacked them in their own containers, they 
were required to display on their labels a statement that the product had 
been repacked, that there was no connection between plaintiff and de- 
fendants, all:the words to be in letters of the same size, color, type and 
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general distinctiveness. Moreover, defendants were required to differentiate 

their packages and labels from plaintiff's in general appearance, color and 
I g £ PI 

design. 190 


Defendant since 1937 manufactured and sold throughout the United 
States toilet articles in distinctive ornamental containers, each bearing the 
words “Early American,” and appropriate scenes and designs of the Colonial 
period, occasionally using thereon, although not as a trade-mark, the phrase 
“18th Century.” Plaintiff early in 1939 began to put out toilet articles under 
the words “The 18th Century Line,” but with containers, although repre- 
senting early American life, distinctly different in form, coloring and 
design from defendant’s “Early American” containers. In a suit brought 
under the Declaratory Judgment Act to restrain defendant from threaten- 
ing plaintiff with suit for trade-mark infringement and from warning its 
customers thereof, with consequent loss of trade, held that since there was 
no infringement or unfair competition, defendant was enjoined from further 
representations of the kind. 471 


III, 2, § 5. Imitating Labels. 

Defendant's label held not to be confusingly similar to plaintiff's label, 
as the make-up is entirely different and the colors red and gold, used in 
each, appear on all Norwegian sardines. Plaintiff's action for unfair com- 
petition was, accordingly, dismissed. 222 


wae 


Although plaintiff's gin and defendant’s beer both bear the trade-mark 
“Century,” nevertheless the other features of the labels, such as shape, ap- 
pearance, style and lettering, size and color, held so dissimilar as to make 
confusion unlikely. 317 


Plaintiff had since 1900 used on its beer and malt extract labels featur- 
ing the name “Old German,” the bottles having a cap with three color zones 
corresponding to three similar zones on the label. Defendant began in 1935 
to manufacture and sell beer under the name “Old German,” bearing also a 
cap with three color zones similar to those on plaintiff’s label, and labels 
closely resembling those used by plaintiff. Plaintiff held entitled to an 
injunction restraining defendant from using the name “Old German” in 
connection with the sale of its beer in the territory covered by plaintiff. 440 


The existence of a general resemblance between trade-marks and labels 
is not always sufficient to show unfair competition and infringement. Plain- 
tiff's rectangular label, therefore, featuring the words “Miracle Whip,” and 
bearing a combination of red and two shades of blue on a white field and 
used upon salad dressing, held not to sufficiently resemble defendant’s label, 
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featuring the trade-mark “Cream Wipt,’ and containing a combination of 
the same colors, as to warrant issuing a preliminary injunction, inasmuch 
as the said labels showed such differences as to eliminate any possibility of 
confusion of the products. 588 







Ud, 9.§: %. 


Names. 













a. Personal Names. 

Where plaintiff had for many years used the name “Elgin” as a trade- 
mark for a varied line of products, including clocks, watches, altimeters, 
compasses, air speed indicators and similar goods, and had spent over 
$20,000,000 in advertising its said products, the adoption and use by de- 
fendant of the same word as a trade-mark for electric razors, held unfair 
competition, and a preliminary injunction was issued requiring defendant 
to print or write on all labels and printed matter a statement to the effect 
that the name “Elgin” or “Elgin Laboratories” is in no way related to 
“Elgin National Watch Company.” 16 


















Plaintiff in 1923, when defendants began to make and sell radios, had 
been in business for thirty-three years, during which time it had not made 
or sold radios, its business being restricted to electric motors of various 
kinds used in household appliances. In 1922, however, it made and sold a 
generator for a radio transmitter, and, a few years later, a “converter with 
filter,’ also a dynamotor, an attachment for “stepping up” the voltage of 
motor car radios. Defendants in 1923 began to make and sell radios in 
combination with a manually operated phonograph, their predecessors hav- 
ing for eight years previous continuously made and sold phonographs and 
records under the name “Emerson.” In 1924 or 1925 defendants began to 
use the name on separate radios. Held that, inasmuch as no evidence was 
adduced to show confusion of customers as to the parties, there was no 
unfair competition, and the decision of the lower court dismissing the com- 
plaint was affirmed. 514 


As a general rule, a surname cannot be appropriated for exclusive use 
as a trade-name, but its use by newcomer to a field of trade may be 
restrained where it is calculated to deceive or where natural tendency will 
be to mislead the public or where way is opened for dealers to create con- 
fusion in mind of public. 543 














Where, after plaintiff had since the year 1888 manufactured and sold 
throughout the world under the name “Johnson’s” its polishes, finishes and 
cleaners for floors, the adoption in 1932 and use by defendant of the word 
“Johnson’s” on cleaners for rugs, upholstery, woolens, woodwork, shades, 
hats and shoes held unfair competition, particularly as the word “John- 
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son’s” was shown conspicuously on defendant’s labels and there was evidence 
of confusion among customers. 543 


b. Corporate Names. 

Plaintiff, a New York corporation, had since the year 1921 been com- 
bining and distributing perfumes and toilet articles under the name “Yard- 
ley.” Defendant, incorporated in March, 1938, advertised its shoes under 
the words “Yardley’s” and “Yardley’s, Inc.,” its shop being located two and 
one-half blocks from plaintiff's place of business and no person bearing 
the name “Yardley” being connected with defendant. Plaintiff held en- 
titled to a preliminary injunction. 37 


The use by defendants on an illuminated sign advertising their auto- 
mobile repair shop of the words “Ford Repairs” in prominent letters with 
the phrase “We Repair Ford Cars and do not act as Authorized Dealers” 
in small lettering was enjoined as unfair competition, as thereby defendants 
gave the impression that they repaired Ford cars exclusively, and were so 
authorized by the plaintiff. 57 


After plaintiff had incorporated and for ten years had been doing 
business under the name Marvlo Mills, Inc., the adoption and use by de- 
fendant of the word “Marvel” in its corporate name, held unfair competi- 
tion and was enjoined. 274 


The incorporation of defendant company as North American Thread 
Company held unfair competition with plaintiff, incorporated many years 
prior thereto as the American Thread Company. 312 


Where plaintiff had done a banking business in Rochester since 1831 
under the name “Rochester Savings Bank,” during which period the words 
“Rochester Savings” had become associated in the mind of the public with 
its institution, the subsequent adoption and use by defendant of the title 
“Rochester Savings and Loan Association,” held unfair competition, and 
an injunction was granted. 375 


The action of the Superintendent of Banks in granting permission to 
use the name “Rochester Savings and Loan Association” held not conclu- 


sive. 376 


A manufacturer or tradesman who has given to his product a trade- 
name, by which the product is known, and has acquired for it and for him- 
self a reputation for excellence, has thereby acquired a sort of proprietary 


interest in the name which, being his property, cannot be appropriated by 
others. 520 
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The use by defendant in its corporate name of the word “Bramley,” con- 
tinuously used by plaintiff since the year 1920 as a trade-mark for men’s, 
women’s and children’s clothing sold by it, held unfair competition and was 
enjoined. 605 
















c. Trade-Names. 

Plaintiff, manufacturer of Ford motor cars held not thereby entitled 

to the exclusive monopoly of the words “Ford Service,” inasmuch as de- 
fendant, an authorized dealer in “Ford” cars, has a right to use these 
words to describe its business. 553 





d, Literary and Dramatic Titles. 

Where, after plaintiff and its subsidiary company had for eight years 
been publishing a series of magazines under the general title of “Modern 
Magazines” and had gained for the title a secondary meaning with the 
reading public, the adoption by defendant in 1937 of the name “Modern 
Movies” as the title of a magazine, held unfair competition with plaintiff, 
especially as the price of defendant’s magazine was the same as plaintiff's 
and the color, size and display of the word “Modern” on the cover were 
321 


similar. 











The use by defendant of his trade-mark “The Voice of Time” upon 
phonograph records held unfair competition with plaintiff’s use of the trade- 
mark “Time” on a news magazine, and with “The March of Time” on 
motion picture and sound films. + 426 












Plaintiff sold a Bible known as “King James Bourgeois Type Teacher’s 
Bible” and used its own electrotype plates in printing for defendant a Bible 
sold as the “Standard Reference Index Bible,” containing certain copy- 
righted matter belonging to defendant. Defendant's subsequent use, instead 
of plaintiff's plates, of a photo-lithographic process in making duplicates 
of the “Standard Reference Index Bible” held not to constitute a misap- 
propriation of plaintiff's property rights or unfair competition, notwith- 
standing that the said Bible was sold in competition with plaintiff's Bible. 531 













g. Use of 'Trade-Mark in Name. 

The adoption and use by defendants, assignee of a Canadian corpora- 
tion, of the name “Noxie” and the words “Noxie Kola,” the former as a 
part of their corporate names, and the latter as the trade-mark of a product 
in competition with plaintiff, held unfair competition. 345 












III, 2, § 8. Descriptive Terms. 
The words “Nu Beauty Enamel” held to be confusingly similar to the 
mark “Nu-Enamel,” both marks being used on enamel paints, inasmuch 
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as the term “Nu-Enamel,” although primarily descriptive, had acquired a 
secondary meaning. ] 


The use by defendant, proprietor of three furnishing stores located in 
Charleston, West Virginia, of the name “The Friendly Men’s Shop” held 
not to constitute unfair competition with plaintiff, which put out shoes 
under the trade-mark “Friendly,” inasmuch as it was impossible for de- 
fendant’s customers to associate defendant’s trade-name with plaintiff's 
trade-mark. 574 


Plaintiff had until 1935 a monopoly in the manufacture of shoe soles 
and heels made in part of textile material and sold under the trade-marks 
“Gro Cord” and “Raw Cord.” In the year named the defendant began to 
put out similar soles and heels under the mark “Pancord,” and also used 
thereon the expression “Cord on End,’ which had also been used by plain- 
tiff. Held that, inasmuch as the expression “Cord on End” had not acquired 
a secondary meaning, indicating plaintiff's product and as the instances of 
confusion among customers as to the respective goods were due to the nature 
of the goods themselves rather than to defendant’s markings, the complaint 
should be dismissed. 620 


Although a word may be purely descriptive and hence not capable of 
becoming an arbitrary trade-mark, there may, nevertheless, be such an 


unfair use of the word or symbol as to constitute unfair competition. 625 


Where plaintiff and its predecessor in business had used the name 
“Parcheesi” as a trade-mark on board and counter games manufactured and 
sold by them in interstate commerce since 1869, and had built up a valuable 
good-will in such market and identified it to the trade generally as in- 
dicating their product exclusively, the use by defendants on a similar game 
of the words “Parchesi” and “Pachisi” was enjoined pending trial. 625 


III, 2, § 9. Geographical Terms. 
No one can acquire an exclusive right to the use of geographical terms, 
yet they cannot be employed so as to mislead the public. 376 


Plaintiff had for sixty years been putting out beer and ale under the 
name “Budweiser,” its product having had a wide sale and being often 
called for by the nickname “Bud.” Defendant, incorporated in 1933, began 
in 1936 to put out a beer called “Niagara Bud Beer,” sometimes shortened 
to “Niagara Bud.” Held that both the name “Budweiser” and the nick- 
name “Bud” have acquired a secondary meaning, indicating plaintiff's 
products exclusively; and, accordingly, defendant’s use of the word “Bud” 
on similar goods being calculated to confuse purchasers as to their respec- 


xvi 





DIGEST 


tive origin, was unfair competition, particularly as plaintiff customarily 
used with the word “Bud” the name of the state or section in which its 
product was sold, as, for example, “Virginia Bud,” and “Niagara Bud.” 490 


In the case at issue, held that the name “Timken” did not become generic 
during the life of the patent and consequently did not become publici juris 
on the expiration thereof, but continued to be property of plaintiff. The 
use of the name “Timken” by defendant on bearings originally of plaintiff's 
manufacture which have been reground, rebored or otherwise reworked by 
defendant held unfair competition. 307 


Everyone has the right to make, in any form, an article unprotected by 
patent or copyright, so long as he does not represent to the public that it is 
the product of another. 478 


III, 2, § 10. Name of Feature of Patented Article. 

Plaintiff, manufacturer of automobile accessories, produced a knob by 
adding a “non-functional” jewel, previously having obtained a patent and 
design patent, subsequently declared invalid. Plaintiff, therefore, had no 
right to monopolize, unless the right of exclusion attached in some other 
way, as, for example, from the particular trade dress having acquired a 
secondary meaning. 524 


III, 2, § 11. Advertising. 
Defendants, repackers of the original “Bayer Aspirin,” in using thereon 
the “Bayer Cross” trade-mark, in displaying the words “Bayer’s Aspirin” 
in large, bold type, with the words “wholly independent of,” in smaller 


letters and in using advertising placards bearing the same statements held 
guilty of unfair competition. 190 


III, 2, § 12. Trade Secrets. 
An employee after the termination of his services cannot lawfully use 
for his own advantage and to the harm of his former employer confidential 
information which he gained in the course of his former employment. 88 


Defendant Cohn, engaged, like the plaintiff, in the manufacture and sale 
of silk scarfs and mufflers, by obtaining from the other defendants certain 
designs and processes covertly acquired by them from a printer and by 
employing said designs-in the manufacture of scarfs similar to plaintiff's, 
held guilty of unfair competition. 88 


III, 2, § 13. Federal Statutes. 


It is in the interest of the public to prevent the sale of commodities by 
the use of false and misleading statements and representations. 68 
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a, Federal ‘Trade Commission Act. 

Petitioner, engaged in selling jewelry in interstate commerce, sent out 
catalogues wherein its business was described as “Wholesale Jewelers,” was 
held guilty of unfair competition in selling at retail prices to certain classes 
of customers, inasmuch as such misleading representations have a tendency 
to induce the public to purchase petitioner’s products in preference to the 
products of others. 68 


It is sufficient to sustain an order of the Federal Trade Commission if 
there is a probable tendency, by petitioner’s conduct, to deceive. 12 

Petitioner, a blender of perfumes, imported from France the concen- 
trates used and after diluting them with American alcohol sold them under 
a label in French stating that the perfume was made by “Fioret of Paris” 
and “Bottled in U. S. A.” Held that said acts were likely to deceive buyers 
into believing the perfume was made in France, and the Commission’s 
“cease and desist” order was, accordingly, affirmed. 72 


The court is not permitted to pass upon the weight of evidence when 
reviewing an order of the Federal Trade Commission. 573 


Held that the false and deceptive advertising of an article in competition 
with other articles “constitute unfair methods of competition” under the 
Federal Trade Commission Act, notwithstanding petitioner's contention 
that such false and deceptive advertising was only misbranding in violation 
of the Pure Food and Drugs Act. 57 


An order of the Federal Trade Commission requiring petitioner to 
“cease and desist” from using the trade-mark “Aspirub” on a medicinal] 
product of its manufacture, and forbidding further representations .as to 
the beneficial effect of the aspirin contained therein, was affirmed, inasmuch 
as the evidence showed that only a small amount of aspirin in said product 
was absorbed ‘in the body and was of little or no therapeutic use for the 
ailments it was represented to relieve. BYE 


Petitioner, a manufacturer of cigars containing only Pennsylvania 
tobacco, but sold as “Havana Smokers,” was allowed two years to eliminate 
the word “Havana” from its trade. description, as the cigars had been so 


named since 1902 and a suddeti change would cause confusion among smok- 
ers as well as loss to petitioner. . 613 


On appeal from a “cease and desist” order of the Federal Trade Com- 
mission, requiring petitioner to omit the word “Havana” in describing its 
cigars made of Pennsylvania tobacco, the court must consider whether the 
elimination of said word would cause confusion among petitioner's cus- 
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tomers, as well as loss to the former; also whether the long use of the said 


word had given it a secondary meaning when used on petitioner's cigars. 613 







III, 2, § 14. State Statutes. . 








a. Minnesota. 

In an action under the Minnesota Fair Trade Act (Chap. 117, Sec. 2 
Laws of 1937) the Federal District Court held to have jurisdiction, as the 
amount in controversy exceeded $3,000. 582 







A manufacturer's good-will, trade-name and trade-mark are property 
rights which it has the right to possess, use and enjoy free from interfer- 
ence by competitors. 582 


















In an action under the Minnesota Fair Trade Act, motion by defendant, 
a non-signatory, who sold plaintiff's trade-marked goods at prices lower 
than those stipulated under a Fair Trade contract, to dismiss the complaint 
was denied. 583 











b. New York. 

Plaintiff put out perfumes under various trade-marks and contracted 
with retailers for their sale at minimum prices, pursuant to chapter 976, 
laws of 1935. Defendant F. W. Woolworth Company, although notified of 
such contracts and prices, sold at its retail stores a perfume purporting to 
be genuine Guerlain perfume, bearing the inscription “Nips—Perfume— 
Genuine French Extracts—Guerlain Shalimar—Rebottled by Nips, Inc., 
N. Y. Wholly independent of Guerlain,” at a price considerably less than 
that fixed by plaintiff. Moreover, defendants’ perfumes sold under plain- 
tiff's trade-mark, having deteriorated in the bottle, were inferior to plain- 
tiffs product. Defendants held to have violated the Fair Trade Act and 
were, accordingly, enjoined from the acts complained of. 91 















In the case at issue, plaintiff was not required to proceed against every 
retailer found to be cutting prices. 





In a suit for an injunction brought under the State Fair Trade Act, the 
fact that other dealers without plaintiff's permission have cut prices, does 
not justify the defendant in so doing. 270 






If defendant has knowledge of any sales of the goods in question at cut 


prices, he has a legal remedy and may procure an injunction and 
damages. 











Plaintiff Mallinson manufactures and sells silk fabric under the trade- 
mark “Pussy Willow.” Plaintiff Siegel bought of Mallinson its “Pussy 
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Willow” fabric and made therefrom and sold to retailers dresses with price 
restrictions fixed by contract with the retailer. Defendant obtained genuine 
“Pussy Willow” silk and, having made it into dresses, sold the finished 
product at prices less than those fixed by Mallinson. Defendant held not 
to have violated the Fair Trade Act, inasmuch as it obtained the genuine 
“Pussy Willow” silk and, therefore, had a right to sell its dresses as “Pussy 
Willow” dresses; moreover, the price restrictions on the fabric did not apply 
to the dresses made therefrom by defendant. 436 


Under the statute providing that conscious disregard of the price- 
maintenance provision of a control by nen-signatories is unfair competition 
and actionable at the suit of “any person damaged thereby,” the section 
quoted applies to a retailer, who is bound to abide by the resale price restric- 
tions of the Fair Trade Agreement. 554 


Plaintiff, a liquor retailer of goods sold under a price agreement with 
the distillers, held entitled under the statute (Unconsol. Laws, Sec. 2201, 
2202, New York) to enjoin defendant, although a non-signatory of said 
price-fixing contract, from selling certain brands of liquor covered thereby 
at prices below those fixed by the producers. 554 


d. South Carolina. 


In an action to enforce the provisions of the South Carolina Fair Trade 


Act, where it was shown that defendant was the leading retailer in the dis- 
trict who cut prices on plaintiff's whiskeys and that, if he discontinued such 
acts, the others would do the same, the defense that plaintiff was unfair in 
singling out the defendant for prosecution was held invalid. 34 


III, 2, § 17. Misuse of Another's Trade-Mark. 

In the case at issue, defendant was restrained from using the sole sur- 
name “Johnson’s” on his labels, but required to show thereon instead the 
words “Household Cleaner made by Johnson's Products Co.” in any size 
type. ; 543 


III, 2, § 18. Other Instances. 

Plaintiff, operator of the Madison Square Garden, licensed defendants 
to manufacture and distribute a motion picture entitled “Idol of the 
Crowds,” wherein were shown athletic and sporting events taking place in 
the said Garden, said licenses being limited to news reels, but not for use in 
feature motion pictures without plaintiff's consent. Defendants, by featuring 
in their motion picture certain ice-hockey games as having been played in 
New York City, in surroundings calculated to induce the public to believe 
that said games were played in Madison Square Garden, whereas they were 
filmed in Detroit, were held guilty of unfair competition, said acts being a 
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misappropriation of plaintiff's property right in its good name, reputation 
and good-will. 75 

Plaintiff, widow of James H. Collins, author before his death of a series 
of articles narrating his flying experiences, said articles being subsequently 
published by plaintiff in book form under the title “Test Pilot,” brought 
suit against defendant for alleged copyright infringement and unfair com- 
petition on the ground of the unauthorized use by the latter in a motion 
picture of episodes resembling those in plaintiff's book. Held that the 
news items supporting plaintiff's claim, being the work of writers having 
no accurate knowledge of the facts, were not entitled to any weight; and 
that the motion for a preliminary injunction should be denied. 126 


The absence of competition between plaintiff and defendant is not neces- 
sarily fatal to plaintiffs claim; and, where defendant without consent of 
complainant, put on radio broadcasts of episodes taken from the latter's 
novel, “Stella Dallas,” said episodes not being accurate portrayals of the 
said novel, but inferior and inartistic reproductions, it may well be that 
relief would be afforded by applying the principles of equity; and the 
motion to dismiss was denied. 136 


Plaintiff's charge that defendants adulterated products, in that foreign 
matter, such as dirt, hair, ete., were found in the product after repacking, 
held not supported by the evidence, as the Federal Food, Drug and Cos- 
metic Act is not applicable in the instant case. 190 


Plaintiff in 1916 began to use on its spaghetti a trade-mark consisting 
of the words “San Giorgio,” and representation of a picture of an armored 
knight mounted on a rearing horse and in the act of killing a dragon, the 
whole being surrounded by concentric circles to form a medallion. De- 
fendant in 1924 adopted as its trade-mark the name “Conte Luna” and a 
design including the picture of an armored knight mounted on a rearing 
horse and grasping a spear, six years later modifying the mark by showing 
the knight in concentric circles forming a medallion. Defendant’s use of 


the part of its mark similar to plaintiff's mark held unfair competition and 
was enjoined. 211 


Where plaintiff merely made and sold whiskey to King Company, the 
good-will inured to the latter company, which had a right to buy whiskey 
where it pleased and sell it under its own trade-mark. Therefore, by buy- 
ing its “King’s Pride” whiskey from defendant, instead of plaintiff, the 
King Company infringed no right of the plaintiff, nor was guilty of unfair 


competition. 267 





TWENTY-NINE TNADE-MARK REPORTER 


Plaintiff and its predecessors in business had used the name “Century 
Club” as a trade-mark for whiskey since May, 1883, except during the pro- 
hibition era, whereas defendant first began to use the word “Century” on 
beer in 1908, which use was continuous except during the prohibition era. 
Plaintiff's right to the name “Century” held superior to defendant’s and the 
latter’s use thereof was enjoined. 317 


Subject to the limitations imposed by the copyright, patent and trade- 
mark laws, defendants may adopt in their publication ideas and features 
which may have been originated by plaintiff. However, when such imitative 
features are adopted, the use of the term “Modern” becomes a real source 
of unfair competition. 322 


The originator of an unpatented or uncopyrighted article has no prop- 
erty rights in its dressing or appearance, and where no mechanical invention 
is involved, the law provides no means for giving monopolies to the one who 


first gets the idea. Ordinarily, one may make or sell anything in any form, 


if he so distinguishes his goods that ordinary purchasers will not be misled 
into believing that they are the products of another. 478 


The use by defendant, after it had sold Bibles printed for it by plaintiff, 
of facsimile duplicates of said Bibles, the plates for which were owned by 
plaintiff, held not to establish any injury to plaintiff calling for injunctive 
relief, notwithstanding that defendant’s reproductions were of inferior 
quality and contained on the presentation page a statement indicating that 
they had been awarded a blue ribbon at an exposition, although said blue 
ribbon had been awarded for a Bible printed by plaintiff for defendant. 531 


Plaintiff had for many years been engaged in manufacturing and dis- 
tributing motion pictures in Oklahoma and elsewhere under the trade- 
name “Paramount Pictures,” having produced each year for the past fifteen 
years at least fifty feature pictures at great cost, and having gained for 
its product, as well as for its motion picture players, a wide and enviable 
reputation for excellence, said pictures being exhibited in the leading motion 
picture theatres throughout the country. Plaintiff also licensed exhibitors 
to show its pictures and provided therein that such exhibitors should ad- 
vertise and announce them as “Paramount Pictures” and should use the 
form of announcement contained in the advertising material used by plain- 
tiff in respect to each of its pictures. Defendant, with the knowledge of the 
above conditions, and without plaintiff's consent, used in its advertising of 
plaintiff's pictures erroneous and misleading information, also cartoons and 
caricatures of the feature players employed by plaintiff in such a way as to 
impair the latter’s good-will and injure its business. The decision of the 
lower court was reversed and an injunction granted. 576 
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III, 3. Swrrs ror Unrarr Competition. 









III, 3, § 1. Jurisdiction. 

The common law of unfair competition is broad enough to include prin- 
ciples relating to trade-mark infringement. In such cases relief will be 
granted if defendant’s acts are such as to establish probability of confusion 
in trade, and the principles of accounting will be followed applicable to 
accountings in infringement cases. 21 














In a suit for infringement of a trade-mark, regardless of whether regis- 
tered under the 1905 or 1920 Act, the court retains jurisdiction to determine 
the question of unfair competition, even though no trade-mark infringement 


was found. 426 









Although claim based on trade-mark infringement should be stated 
separately from unfair competition, failure so to do is not ground for dis- 
missal, but should be considered in drafting amended complaint. 553 












If there is no diversity of citizenship, a federal court has no jurisdiction 
in an action for unfair competition, regardless of the amount involved. 
Where, however, there is infringement of a registered trade-mark federal 
courts have jurisdiction regardless of diversity of citizenship. 594 



















Ill, 3, § 2. Parties and Liability. 

In an action for alleged unfair competition, involving use of the trade- 
mark “Old English Thatch,” where plaintiff was the owner of a Canadian 
patent corresponding to the patent in suit, it could not bring suit against 
defendant, a former official of the Canadian corporation, inasmuch as 
plaintiff had never made or sold such roofing materials at any time in the 
United States. 617 





III, 3, § 3. Pleading and Practice. 
The complaint having been amended, but no copy of amended complaint 
having been served on defendant, motion to set aside summons was 
granted, notwithstanding that summons and original complaint may have 


been filed. 133 










The fact that plaintiff amended her complaint so as to include the issue 
of unfair competition, and reduced the amount involved in the controversy, 
held futile to remand the case to the state court. 421 












III, 3, § 4 Evidence. 

In a suit to enjoin the use by defendant of the word “Elgin,” being 
part of plaintiff's corporate name, it is relevant to show other similar acts 
by defendant to prove intent. 17 
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In the case at issue, where defendant filed counterclaim for a decree 
giving it exclusive use of the names “Century” and “Century Club” on beer 
and for an accounting, the evidence held insufficient to show confusion of 


the public between plaintiff's “Century” gin and defendant’s “Century” 
beer. 317 


Evidence which does not show that the public was deceived, or is likely 
to be deceived, into believing defendants’ product to be that of plaintiff, 
does not warrant a finding of unfair competition. 479 


a. Acts of Agents. 

Where perfumes made in Paris and exported to the United States under 
the trade-marks “Renaud” and “Renaud-Paris-1817” had obtained wide 
popularity because of their high quality, the acts of plaintiff, sole American 
representative of the French firm, in bottling and selling under the original 
trade-marks a cheaper perfume made by mixing the essence obtained from 
France with certain oils and alcohol, held a fraud upon the public. 413 


5. Defenses. 


a. Plaintiff's Misconduct. 
The defense of unclean hands may be invoked, even though the matter 
is not set up as a defense. 413 


III, 3, § 6. Relief. 
a. Injunction. 


x. Preliminary. 
It is well settled that a decree dismissing an appeal in equity will be 
regarded as a judicial determination that the injunction should not have 
been granted. 413 


In a suit. for trade-mark infringement and unfair competition, a pre- 


liminary injunction should not be granted if there is doubt as to plaintiff’s 
right to relief. 625 


d. Damages. 
Inasmuch as defendant used the word “Bramley” without intent to in- 


fringe or to engage in unfair competition, no money damages were 
awarded. 605 


e. Use of Distinguishing Notice. 

The use by defendants of the notice “Repairs made to Ford and other 

cars—not an authorized service station,” all in uniform lettering, was su 
gested as fair to both parties. 


g- 
= 
+] 


liv 





DIGEST 


Defendant was enjoined from applying the name “Timken” to any bear- 
ings not made by plaintiff with, or without a statement that such bearings 
are made by a manufacturer other than the plaintiff. 307 


Defendant was enjoined from using the name “North American Thread 
Company” or any name containing the word “American” in connection with 
the word “Thread”; also from using on its goods or advertising its red seal 
trade-mark with a map of North America thereon. 312 


Defendant bought plaintiff's face powder and repacked same with label 
featuring the former’s trade-mark, with the statement that defendant “is 
wholly independent of plaintiff.” Defendant required to add to such notice 
the words “without authority or consent of” plaintiff, “which assumes no 
responsibility for contents.” 464 


Plaintiff, a manufacturer and seller of clothing, incorporated in Mary- 
land in 1937 as “Bond Stores, Inc.,’ was not licensed to do business in New 
Jersey until 1937. Defendant was incorporated in New Jersey in 1935 as 
“Bond Stores, Inc.” to do business as a cleaner and repairer of clothing. 
Held that, notwithstanding that long list of corporations have “Bond” in 
their names, the wrong done to plaintiff cannot be condoned by like wrongs 
done by others, but that defendant’s change of name to “Bond Cleaners” is 


sufficient, defendant being permitted to use “Bond” with description of its 
business in letters at least one-half as large as “Bond.” 520 
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